Attorney Docket No. 020505 



SerialNo. 10/786 J09 



fiV THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application No. : 10/786,709 GQnflrmation Ko. 3646 

Appiicant : Riclmrd F. Deaii 

Filed ; Februaij 24, 2004 

ArtUnit : 2618 

ILxaminer : DoiBinic E Rego 

Docket No. : 020505 

Customer No. : 23696 



Comniisisioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

FRE-APPEAL BRIEF CONFERENCE REQUEST 

Dear Sir; 

Furtlier to the concuwent filing of the attached Notice of Appeal, and responsive to the 
Firal Oflhce Action issued on Vlay 6. 2010, the follow.'ing remaiks are submitted in coniKction 
\M\h .he abv^xt.- doiuificd paleri app'iv,ation inuci iic Fic \ppL.'l Bnuf Rom^xs } o_'r i >. 
\ppel.an: e\pro^^ > ma rtc.ins the je<iNons honi Iht piioi lespoiises olcdih nulicUt on i\ 
leco'u tlujt VpooJani not coiKcded ain of the previous positions reldtive the mamtasiu'J 
icjcctioni Claims 1. 3-10, and 12-22 aie pending m the current appUcation. with clasms K 3-10 
and 12-21 allowed. 

MATERIAL UNDER REVIEW 

Review is requested for the rejection of Glaim 22 under 35 U.S.C. § .101 as allegedly directed 

to non-statutory subject matter. 
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The Rejection cjf Claim 22 under 35 U.S.C. $101 

The Office action alleges that the ieoi) "A machine-readable storage mediiu-n'' in claim 

22 may re^id oii a tvireless channel. Howeverj tiae ciiirri eoiislruction in the Office Action is 

clearly erroneous* Additionally, because the claimed '^machine-readable storage mediiitli''' 

belongs to at least one statutory class, fee rejection under 35 U,S.C. § 101. is improper. 

The Board of Patent Appeals and Interferences Has Previously Determined that a Storage 
Medium is a Manufacture 

In Assignee's Response to Final Office Action submitted on July 6, 201 0 ("the Response 
to Final Office Action"), Assignee showed that the term ''storage" in the current specification is 
consistent with the plain meaning: of the term (please see pages 3-4 of the Response to Final 
Office Action), At page S of the Response to Final Office Action, Assignee further argued that 
storage media are at least a manufacture, noting that the "storage medium" claims were not even 
an issue in In Re Nuiiten . (500 F.3d 1 346, Fed. Cir. 2007), which is cited as authority for the 
rejection of CMm 22. Assignee would like to draw the E)taminer \s attenti on to the Board of 
Patent Appeals and interferences decision that preceded the Federal Circuit appeal. There, the 
Board of Patent Appeals and Interferences ruled that Nuijten' s claim 15, directed to a "storage 
medium," fell within the statutory class of a manufacture, and was therefore patentable subject 
matter. Ex parte Nuiiten . (2006 Pat. App, LEXIS 50, * 1 6-17, BOard of Patent Appeals and 
Interferences, 2006). If the rejection of Clairn 22 is maintained. Assignee respectfully reqttests 
the reasons for the different outcome in the current case be outlined in detail 

The Final 7 \ction and Advisors^ .Action Fails to Properly C!o nstrue the Term "Storage'" 
In the Response to Final Office Action, Assignee supplied an applicable definition of the 
term "storage," and at page 4 requested an alternate detinition if the Examiner disagreed with 
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Assignee's submission. Rather than provide an alternate definition, the Pxaminer staled thai 

""I'lirther, the wireiess channel has the capability of tempofarily stormg the data during the 

transmission; without ans suppouing auihonls (please see page 3 of the Advisor}' Action dated 

JuK 27. 2010, "the Advisory Aetion'"). The undersigned submits thai the Examiner's 

unsupported construction of liie word '^storage" as embracing wireless signals propagating at the 

speed of iiglit is unreasonable. Assignee again requests that if Uie Examiner continues to allege 

that a wireless channel it> c<ipable of gtorijig instTuction(s) and/or data, supporting docutnentation 

be provided m a subsequent action. 

[he Advisor\ Action C otU inues to hupropoth Re ject ( lann 22 u.snm the Deiinilum 
Machine Readable Medium in Applicant's Specification W ithout Conside ration of the 
Meaning of the Word "^Storage" 

'Die y\dvisory Action also states " The Pxaminer respectfulh disagrees with Apphcant 
because a wireless channel has the capability of CARRYING instructions." Ho\^e\er. the 
current specification defines a ''machine readable medium" as media capable of '"storing, 
cGntaining or c^irrying insti'uetion(s) and/or data/' {Please see the Response to Find Office 
Action, page 4) Claim 22 docs r.ot recite d "maelnne readable medium " it r^fiic^ "tn ichirc 
leadable Morage niedhnn," which is directed to the subset ol machine readable media thdt are 
capable of storing. Assignee agrees that a wireless channel is capable of carrying instructions, 
but would like to again draw the Examiner's attention to the fact that die current speciication 
clcailv d'lTcrcntiatC'- bcl\\een 'Ntonng" and '"earning '* A '"machine icadablo mod^ain" is 
capable of ""storing, containing or carryiiig," vvhiic a '"machine readable sU}rage medium" is a 
meditfm tor "stoiing." 

In view of the above remarks (considered with the previously submitted icsponses). 
Appellant requests the Pte-^\ppcal Bnel Rcmcw Board to tind mi t uo- n< Xpp^-l ,>nK position- 
ana arrange Ibi wnhdun^al ot the abo\e-noted rejections It it js bchcvcd that an\ aaditioral 
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changes would place the applicatioi) in better condition for aliovvance, the Pre- Appeal Brief 
Review Board or the Examiner is iiivited to contact the undersigned attorney^ at the telephone 
number listed below. 

The arguments made abov^ are not intended to be exhaustive, and there may be reasons 
for patentabiiity of any of all pending claims (or otiier clainls) that have rtot been expressed- 
Finally, nothing in titis paper should be construed as an intent to concede any issue mtfi regard to 
any claim, except as specifically stated in this paper, and the amendment of any claim does not 
necessarily signify concession of unpatentability of the claim prior to its amendment. Please 
charge aiiy fees or overpayments tliat liiay be due with this response to Deposit Accouril Mo, 17- 
0026. If a fee is required for an extension of time mider 3 7 CFR LI 36 not accounted for above, 
such an extension is requested and the fee should also be charged to our Deposit Aecouiit, 



Ql 1 ALC( >MX [ Incorporated 

Attn: Patent Department 

5775 Morehouse Drive 

San Diego, California ^^2-21-1714 

Telephone: {.S58) 65 1 -7-.^ 

Facsimile; (85 8) 658-2502 



Respectfully submitted, 



Dated 





Liiida G. Gtinderson, Ph.D. 
Attbmey for Applicants 
Reg. No. 46,341 
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